ITED STATES PATENT AND TRADEMARK OFFICE 



In re application of 



Confirmation No. 7254 



Hiroshi YAHATA et al. 



Attorney Docket No. 2005J603A 



Serial No. 10/552,371 



Group Art Unit 2622 



Filed October 7, 2005 



INFORMATION RECORDING MEDIUM, 
AND APPARATUS AND METHOD FOR 
RECORDING INFORMATION TO 




INFORMATION RECORDING MEDIUM 



INFORMATION DISCLOSURE STATEMENT 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

Pursuant to the provisions of 37 CFR 1.56, 1.97 and 1.98, Applicants request 
consideration of the references listed on attached form PTO-1449 and any additional information 
identified below in paragraph 3. A legible copy of each reference listed on the Form PTO-1449 
is enclosed, except a copy is not provided for: 

[X] each U.S. Patent and U.S. Patent application publication; 

[] each reference previously cited in the international application 



la. [X] This Information Disclosure Statement is submitted: 

within three months of the filing date (or of entry into the National Stage) of the above- 
entitled application, or 



PCT/_ 



; and/or 



[] 



each reference previously cited in prior parent application Serial No. 



before the mailing of a first Office Action on the merits or the mailing of a first Office 
Action after the filing of an RCE, 

and thus no certification and/or fee is required. 



1 b. [] This Information Disclosure Statement is submitted 

after the events of above paragraph la and prior to the mailing date of a final Office 
Action or a Notice of Allowance or an action which otherwise closes prosecution in the 
application, and thus: 

(1) [] the certification of paragraph 2 below is provided, or 

(2) [] the fee of $180.00 specified in 37 CFR 1.1 7(p) is enclosed. 



lc. [] This Information Disclosure Statement is submitted: 

after the mailing date of a final Office Action or Notice of Allowance or action which 
otherwise closes prosecution in the application, and prior to payment of the issue fee, and 
thus: 

the certification of paragraph 2 below is provided, and 
the fee of $180.00 specified in 37 CFR 1.17(p) is enclosed. 



2. It is hereby certified 

a. [] that each item of information contained in this Information Disclosure 

Statement was first cited in any communication from a foreign patent office in a 
counterpart foreign application not more than three months prior to the filing of 
the Statement, or 

b. [] that no item of information contained in the Information Disclosure Statement 

was cited in a communication from a foreign patent office in a counterpart 
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DETAILED ACTION 

1 . It is noted that claims 2-6, 8-12, and 14-18 have been cancelled by the applicant 
via Preliminary Amendment on 2/06/2006. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 1, 7, and 13 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

( Independent claim 1 recites "a recording medium for storing system stream" and 

claims 7 and 13 recite "recording the system stream to a recording medium," which fails 
to meet the statutory requirement set forth in the Interim Guidelines. Annex IV fa) . The 
video information has to be embodied in a computer-readable medium. Claims 1 , 7, 
and 13 fail to recite this aspect. Claim 1 should read, "a computer readable medium for 
storing system stream." Claims 7 and 13 should read, "storing the system stream to a 
computer readable medium." For the purposes of prior art analysis, claims 1, 7, and 13 

/ 

will be interpreted as relating to computer readable media containing video information. 
ANNEX IV 

(a) Functional Descriptive Material: "Data Structures" Representing 
Descriptive Material Per Se or Computer Programs Representing 
Computer Listings Per Se 
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Dafa structures not claimed as embodied in computer-readable media are descriptive 
material per se and are not statutory because they are not capable of causing functional 
change in the computer. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a Whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue, 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. Claims 1, 7, and 13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ohiro et al. (US 20030170008 A1) in view of Yasuda et al. (US 
5949792 A). 

Re claim 1 , Ohiro discloses a recording medium (paragraph [0050]) for storing 
system stream including video elementary stream generated by encoding video 
information and audio elementary stream generated by encoding audio information with 
the video elementary stream and the audio elementary stream being multiplexed (one of 
ordinary skill in the art at the time of the invention would have found it obvious that the 
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broadcasting signals received by the analog broadcasting reception unit 101 and the 
digital broadcasting reception unit 104, in Fig. 1, would be comprised of both video and 
audio data multiplexed for broadcast transmission), and the system stream is allowed to 
have a first format (TS) and a second format (PS) (paragraph [0050]), the first format is 
allowed to have a constrained format used for converting the system stream from the 
first format (TS) to the second format (PS) (paragraph [0050]). 

Ohiro does not specifically disclose a presentation order of the video information 
including continuous complete data blocks starts at a top field and ends at a bottom 
field, the continuous complete data blocks are included in continuous reference 
presentation time for video information and audio information, and the continuous 
reference presentation time includes at least one data block. However, Yasuda 
discloses that each packet of video data contains a presentation time stamp (PTS) in 
the packet header (column 2, lines 30-37), which represents a time at which the data is 
displayed. This time stamp ensures that packets of sequential video data are displayed 
continuously. Furthermore, Yasuda discloses a top field first flag (column 7, lines 12- 
35), which enables the top field to be displayed first, and, consequently, the bottom field 
last. 

Since Yasuda relates to MPEG 2 program and transport stream packets (column 
2, line 61 through column 3, line 2), and Ohiro relates to switching between MPEG 2 
program and transport stream formats for recording onto a computer readable medium, 
one of ordinary skill in the art at the time of the invention would have found it obvious to 
combine their teachings in order to maximize storage efficiency. 
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Re claim 7, Ohiro discloses an information recording apparatus (paragraph 
[0008]) and recording the system stream to a recording medium, the system stream 
being allowed to have a first format (TS) and a second format (PS) (Fig. 1 ; paragraphs 
[0008], [0024], [0026], and [0050]), the information recording apparatus comprising:;, 
wherein the first format (TS) is allowed to have a constrained format used for converting 
the system stream from the first format (TS) to the second format (PS) (paragraphs 
[0051] and [0057]). 

Ohiro does not specifically state that the system is for encoding video information 
and audio information to system stream. However, Yasuda discloses an apparatus for 
encoding a digital signal (column 5, lines 17-19). Yasuda further discloses an encoding 
section operable to encode video information and audio information in a predetermined 
encoding manner according to the first format (TS) to generate video elementary stream 
and audio elementary stream (Figs. 2A and 2B; column 2, lines 61-67; column 5, lines 
46-64). Furthermore, Yasuda discloses an encoding section operable to perform 
system-encoding by multiplexing the video elementary stream and the audio elementary 
stream to generate the system stream according to the first format (TS) (column 7, lines 
1 2-30) and a control section operable to control the encoding section (column 5, lines 
54-57; the scheduler controls the packetizing of the data stream). Finally, Yasuda also 
discloses a presentation order of the video information including continuous complete 
data block starts at a top field and ends at a bottom field, the continuous complete data 
blocks are included in continuous reference presentation time for video information and 
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audio information, and the continuous reference presentation time includes at least one 
data block (column 7, lines 12-35). 

Since Yasuda relates to MPEG 2 program and transport stream packets (column 
2, line 61 through column 3, line 2), and Ohiro relates to switching between MPEG 2 
program and transport stream formats for recording onto a computer readable medium, 
one of ordinary skill in the art at the time of the invention would have found it obvious to 
combine their teachings in order to maximize storage efficiency. 

Re claim 13, Ohiro discloses an information recording method (paragraph [0023]) 
and recording the system stream to a recording medium (paragraph [0050]), the system 
stream being allowed to have a first format (TS) and a second format (PS) (paragraph 
[0050]), the first format (TS) is allowed to have a constrained format used for converting 
the system stream from the first format (TS) to the second format (PS) (Fig. 1 ; 
paragraph [0050]). 

Ohiro does not specifically disclose encoding video information and audio 
information to system stream. However, Yasuda does disclose encoding video 
information and audio information to system stream (column 5, lines 17-19), wherein the 
method includes encoding video information and audio information in a predetermined 
encoding manner according to the first format (TS) to generate video elementary stream 
and audio elementary stream (column 7, lines 6-19) and performing system-encoding 
by multiplexing the video elementary stream and the audio elementary stream to 
generate the system stream according to the first format (TS) (column 7, lines 12-19) 
and a presentation order of the video information including continuous complete data 
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blocks starts at a top field and ends at a bottom field, the continuous complete data 
blocks are included in continuous reference presentation time for video information and 
audio information, and the continuous reference presentation time includes at least one 
data block (column 7, lines 12-35). 

Since Yasuda relates to MPEG 2 program and transport stream packets (column 
2, line 61 through column 3, line 2), and Ohiro relates to switching between MPEG 2 
program and transport stream formats for recording onto a computer readable medium, 
one of ordinary skill in the art at the time of the invention would have found it obvious to 
combine their teachings in order to maximize storage efficiency. 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 

a. Information recording medium, and apparatus and method for recording 
information on information recording medium 

Yahata et al. (US 20040240856 A1) 

b. Packet multiplexing system 
Sanami (US 6014368 A) 

c. Information recording medium, apparatus and method for recording or 
reproducing data thereof 

Okada et al. (US 6266483 B1) 

d. Method and apparatus for converting data streams 
Morris (US 20010009548 A1) 
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e. Data decoding system and method, transfer device and method, and 
receiving device and method 

Yanagihara et al. (US 621 1800 B1) 

f. Data stream converting apparatus 
Tozaki et al. (US 6567409 B1) 

g. Transport stream to program stream conversion 
Gendel (US 6868125 B2) 

Contact 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher Findley whose telephone number is (571) 
270-1 199. The examiner can normally be reached on Monday-Friday 7:30am-5pm, 
Alternate Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mehrdad Dastouri can be reached on (571) 272-7418. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Christopher Findley/ , 
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